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DETAILED ACTION 

Election/Restrictions 

Applicant's election of Group II, claims 12-23 in the reply filed on 19 August 
2005, and of the species of two or more polymers, with the reactive polymer being a 
cationic polyelectrolyte and the fusible polymer being poly methyl (meth)acrylate, in the 
paper filed 21 November 2005, is acknowledged. Because applicant did not distinctly 
and specifically point out the supposed errors in the restriction requirement, the election 
has been treated as an election without traverse (MPEP § 818.03(a)). 

Applicants have indicated that claims 12, 13, 15, 16, 18, 19, 20, 21, 22 and 23 
read on the elected species. Claim 13 is deemed to read on the inclusion of only a 
single polymer. The recitations of claim 17 are not indicative of a single polymer 
employed, and, thus, will be included in the examination. As such, claims 12 and 15-23 
will be examined. Further, poly methyl (meth)acrylate is not recited in any claim and, as 
such, cannot be deemed to be the species elected for fusible polymer. The restriction as 
drawn to a species for each polymer element is hereby expressly withdrawn. 

Claim Interpretations 

The instant claims are drawn to a composition, per se. The intended use of the 
polymer composition bears no weight in the determination of patentability. The recitation 
of "for use in solid freeform fabrication" has not been shown to define patentable 
subject matter as to inclusion of specific constituents or compositional limitations as to 
the constituents recited in the claims. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 12 and 15-23 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

The recitations in claim 12 wherein " the at least one polymer is selected to be 
reactive with a liquid binder or is selected to be fusible at a temperature above the 
melting point or glass transition temperature of the at least one polymer. " requires the 
artisan to perform the undue burden of experimentation to determine what polymer will 
be reactive with a liquid binder, and with what liquid binders. Further, an artisan would 
be required to perform the undue burden of experimentation to determine what polymer 
would be "fusible at a temperature above the melting point or glass transition 
temperature of the at least one polymer." 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 12 and 15-23 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

The recitation in claim 12 wherein "the at least one polymer is selected to be 
reactive with a liquid binder," relates to the recited polymer being defined by reference 
to a desirable characteristic or property. The property, "reactive with a liquid binder," 
would be present in identical compositions as inherent characteristics. Any polymer 
having the recited constituents would be deemed to possess this same property. 
Nothing is recited to indicate otherwise. Note In re Spada. 91 1 F 2 nd 705, 709 15 USPQ 
1655, 1658 which held that "(w)hen the claimed compositions are not novel, they are 
not rendered patentable by recitation of properties whether or not these properties are 
shown or suggested." A patentee does not have to recognize a characteristic for that 
characteristic to be there. Regardless, the metes and bounds of the claims cannot be 
clearly ascertained since the constituents are not specifically recited or defined as to 
substance and not characteristics. 

Further, the recitation in claim 12 wherein "the at least one polymer... is selected 
to be fusible at a temperature above the melting point or glass transition temperature of 
the at least one polymer," also relates to the recited polymer being defined by reference 
to a desirable characteristic or property. The property, "fusible at a temperature above 
the melting point or glass transition temperature of the at least one polymer," would be 
present in identical compositions as inherent characteristics. Any polymer having the 
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recited constituents would be deemed to possess this same property, as above. 
Regardless, the metes and bounds of the claims cannot be clearly ascertained since the 
constituents are not specifically recited or defined as to substance and not 
characteristics. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 



Claims 12, 14-16 and 19-23 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1-49 
of copending Application No. 10/648,122. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because the claims of the 
published application embrace the subject matter recited and claimed herein. The 
polymers are employed in the identical capacities. 
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This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claims 12 and 15-2 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-25 of 
copending Application No. 10/650,571. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the claims of the copending 
application embrace the subject matter as recited and claimed herein. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claims 12 and 15-18 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-41 of 
copending Application No. 10/339,824. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the claims of the copending 
application embrace the subject matter of the instantly claimed invention. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claims 12, 15, 16 and 18-23 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1-30 
of copending Application No. 10/678,564. Although the conflicting claims are not 
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identical, they are not patentably distinct from each other because the claims of the 
copending application embrace the identical concept and constituents as herein recited. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claims 12, 15, 16 and 18-23 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1-80 
of copending Application No. 10/434,313. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because the claimed subject 
matter of the copending application may embrace the concepts and constituents as 
herein recited and claimed. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
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351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

Claims 12, 14-16 and 19-23 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Kramer et al (US 2005/0049739), newly cited. 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1.131. 

Note paragraph [0026] for the reactive binder which may be "but in no way 
limited to, epoxies...acrylates (and) polyelectrolytes," paragraphs [0027]-[0028] for 
polymer powders (fusible polymer). Further, note paragraphs [0036]-[0040], [0053, 
[0056] and [0062]. 

Claims 12 and 15-23 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Oriakhi et al (US 2005/0046067), newly cited. 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1 .1 32 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1.131. 
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Note paragraph [0025] for particulate size, paragraph [0026] for the reactive 
resin, which may include polyacrylamide and poly vinyl alcohol copolymers (including 
the poly(ethylene-co-vinyl alcohol) of the single resin concept of claims 13 and 14 non- 
elected) as recited in claim 16 and poly(acrylic acid) of claim 17, paragraph [0030] for 
the fusible polymer, including a vinyl ester copolymer. 

Claims 12 and 15-18 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Kasperchik (US 2004/0161544), newly cited 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1 .1 32 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1.131. 

Note paragraphs [0020]-[0022] for the broad concept, paragraph [0017] for the 
reactive resin, which may include a mixture of polyelectrolytes forming a polyelectrolyte 
complex (claims 15 and 16), paragraph [0019] shows polyacrylates and paragraph 
[0027] shows polyacrylic acid (claim 17) and paragraph [0023] shows concentration 
ranges. 

Claims 12, 15, 15 and 18-23 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Oriakhi et al (US 2005/007451 1), newly cited 
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The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1.131. 

Note paragraph [0014] for the reactive binder which may be "epoxies, acrylates 
and polyurethanes, paragraph [0025] shows the use of poly methylmethacrylate for 
polymer powders (fusible polymer). Further, note paragraphs [0038]-[0039]. 

Claims 12, 15, 16 and 18-23 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Boyd et al (US 2004/0224173), newly cited 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1.131. 

Note paragraphs [0022]-[0026] for the reactive binders which may be polyvinyl 
alcohol as recited in claims 15 and 16, and fusible resins of claims 19-21, including 
polymethyl methacrylate, paragraphs [0026] for polymer size ranges, paragraphs 
[0028]-[0031] for claims 18 and 22. 
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Claims 12, 15 and 18-23 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Schulman et al (US 2002/0125592), newly cited. 

The reference teaches the recited compositions at paragraph [0024] for the 
fusible polymer, including "polyesters, polyolefins...polyurethanes, vinyl esters or epoxy- 
based materials," as recited in claims 19-21 . Further, note paragraph [0025] for the use 
of a methacrylate resin. Note paragraph [0028} for the compositional limitations of claim 
18. The size limitations of claim 23 are shown at paragraph [0034]. Note paragraph 
[0057] for the inclusion of poly vinyl alcohol as a reactive polymer. 

Claim Rejections - 35 USC § 102/103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 12 and 19-23 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Sietses et al (US 5,030,394) or 
Lin et al (US 6,340,720), both newly cited. 

The reference to Sietses et al (US 5,030,394) teaches the manufacture of 
powder coatings that may comprise PVdF (polvinylidene fluoride) resin mixed with 
thermoplastic poly(methylmethacrylate), as recited and claimed herein (claims 12 and 
19-21) at column 2 (lines 19-26 and 41-65). The compositional limitations are shown at 
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the paragraph bridging column 2 to column 3 (claim 22). The particles are taught to 
have "an average particle size between about 0.03 to 0.05 mm (30 to 50 pm)" at the 
paragraph bridging column 3 to column 4 (claim 23). 

The reference teaches the identical constituents as herein claimed as powder 
coating compositions. The instant claims provide no delineating or differentiating 
specific language that would be deemed to patentably distinguish the subject matter 
claimed herein and the teachings of the patent. As such, the invention of the instant 
claims is at least obvious, if not anticipated, by the reference to Sietses et al (US 
5,030,394). 

The reference to Lin et al (US 6,340,720) teaches the production of a powder 
coating composition that may comprise a thermoplastic poly vinylidene fluoride (PVdF) 
with a suitable fusible thermoplastic polymer that may comprise poly methyl 
methacrylate (PMMA), as herein recited (claims 19-21). Note column 3 (lines 11-33), 
the paragraph bridging column 3 to column 4 and column 4 (lines 23-42) for the broad 
concept. Note column 4 (lines 43-62) for the inclusion of the PMMA. A "particle size less 
than about 70 microns," embracing that recited in claim 23, is taught at column 8 (lines 
17-23). The particle size is not deemed to be determinative of patentability since that is 
clearly a matter of choice as shown by the reference. For the compositional limitations 
as recited in claim 22, note patent claims 21 and 22. 

The reference to Lin et al (US 6,340,720) shows the identical constituents as 
herein claimed for use in powder coating compositions. The instant claims provide no 
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delineating or differentiating specific language that would be deemed to patentably 
distinguish the subject matter claimed herein and the teachings of the patent. As such, 
the invention of the instant claims is at least obvious, if not anticipated, by the reference 
to Lin et al (US 6,340,720). 

Claims 15, 16 and 19-22 are rejected under 35 U.S.C. 102(b) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Danforth et al (US 
5,738,817), newly cited. 

The reference to Danforth et al (US 5,738,817) teaches the manufacture of a 
particulate binder system that may comprise the reactive polymers, including polyvinyl 
alcohol (claims 15 and 16) with polyethylene or poly vinyl acetate (claims 19-21). Note 
the paragraph bridging column 6 to column 7 and the claims which also teaches the 
concept of claims 18 and 22. 

The reference to Danforth et al (US 5,738,817) teaches the identical constituents 
as herein claimed as powder coating compositions. The instant claims provide no 
delineating or differentiating specific language that would be deemed to patentably 
distinguish the subject matter claimed herein and the teachings of the patent. As such, 
the invention of the instant claims is at least obvious, if not anticipated, by the reference 
to Danforth et al (US 5,738,817). 
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Claims 12, 15, 16 and 18-23 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Van Dyk et al (US 
3,676,172), newly cited. 

The patent to Van Dyk et al (US 3,676,172) teaches the manufacture of a powder 
coating composition including a fusible polymer, polymethyl methacrylate, with a 
reactive polymer that includes a primary amino group containing copolymer, methyl 
methacrylate/N,N-diethyl aminoethyl methacrylate, as recited in claims 12, 15, 16 and 
18-22. At column 10, Example 3 shows a powder of "about 2-3 mils thick," (about 50.8 
to 76.2 urn thick). 

The reference to Van Dyk et al (US 3,676,172) teaches the identical constituents 
as herein claimed as powder coating compositions. The size limitations of claim 23 are 
deemed to be embraced by the recitation of "about 2-3 mils." The term "about" allows 
tolerance of values. "(A)t least 10%" was held to be anticipated by a teaching of a 
content "not to exceed about 8%." In re Ayers, 154 F 2d 182, 69 USPQ 109. The instant 
claims provide no delineating or differentiating specific language that would be deemed 
to patentably distinguish the subject matter claimed herein and the teachings of the 
patent. As such, the invention of the instant claims is at least obvious, if not anticipated, 
by the reference to Van Dyk et al (US 3,676,172). 

Claims 12, 15 and 18-23 are rejected under 35 U.S.C. 102(a) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Gutman et al (US 
6,503,677), newly cited. 
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The reference to Gutman et al (US 6,503,677) teaches the manufacture of a 
powder coating system that may comprise a fusible polymer, polymethylmethacrylate, 
with a reactive polymer, polyester urethane, as recited in claims 12 and 19-23, and a 
fusible polymer, polymethylmethacrylate, with a reactive polymer having a primary 
amino group, dimethylaminoethylmethacrylate, as recited in claims 12, 15, and 19-23. 
Note column 9 (lines 6-49) for the combinations as pointed out above. That passage 
also teaches the inclusion of the constituents, as recited in claim 18. 

The reference to Gutman et al (US 6,503,677) teaches the identical constituents 
as herein claimed as powder coating compositions. The instant claims provide no 
delineating or differentiating specific language that would be deemed to patentably 
distinguish the subject matter claimed herein and the teachings of the patent. As such, 
the invention of the instant claims is at least obvious, if not anticipated, by the reference 
to Gutman et al (US 6,503,677). 

Claims 12, 15-17 and 19-23 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Creatura et al (US 
6,004,717), newly cited. 

The patent to Creatura et al (US 6,004,717) shows the manufacture of a powder 
coating composition that may comprise a fusible polymer, including (meth)acrylates at 
column 8 (lines 19-36) and a reactive polymer, that may include the polyurethanes, 
polyacrylics and amino resins, as recited in the instant claims. Note claim 3. 
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The reference to Creatura et al (US 6,004,717) teaches the identical constituents 
as herein claimed as powder coating compositions. The instant claims provide no 
delineating or differentiating specific language that would be deemed to patentably 
distinguish the subject matter claimed herein and the teachings of the patent. As such, 
the invention of the instant claims is at least obvious, if not anticipated, by the reference 
to Creatura et al (US 6,004,717). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nathan M. Nutter whose telephone number is 571-272- 
1076. The examiner can normally be reached on 9:30 a.m.-6:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James J. Seidleck can be reached on 571-272-1 078. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR* sysjejn, contact the Elecjtronjc 
Business Center (EBC) at 866-217-9197 (toll-free/. 
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